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REMARKS 

Claims 1-22 arc pending in the present Application, with claims 20-22 withdrawn from 
consideration. Claims 1 and 13 have been amended, Claim 3 has been canceled, and no claims 
IttVC been added, leaving Claims 1, 2, and 4-19 for consideration upon entry of the present 
Amendment. 

Claim I has been amended to include the limitation "wherein the article comprises a 
textured exterior surface over at least a portion thereof, wherein the textured exterior surface 
comprises ihe thermoplastic resin and the biocidal inorganic agent." Support for this amendment 
can aL least he found in Claim 3 as originally filed. 

Claim 1 3 has been amended to correct a typographical error, Support for this amendment 
can at least be found in Claim 13 as originally filed as well as in Paragraph [0090] as originally 
Hied. 

No new mailer has been introduced by these amendments or new claims. 
Reconsideration and allowance of the claims are respectfully requested in view of the above 
amendments and the following remarks. 

Double Patenting 

Claims I -10 stand provisionally rejected under the judicially created doctrine of 
obvjoiisness-typo double patenting as being unpatentable overclaims 1-20 of copending 
Application No. 10/797975. Applicants respectfully request that the Examiner withdraw the 
''provisional" obviousness-type double patenting rejection until the claims arc in final form and 
condition for allowance; until such time, there is no double patenting and no way to determine 
double patenting MPEP § 8M(I)(HXJ). 

Clnim Rejectioiis Und er 35 U.S.C. S 102(b) 

Claims 1-19 slain! rejected under 35 U.S.C. § 1 02(b), as allegedly anticipated by U.S. 
Patent No. 6,365,066 to Pods/am, el al. Applicants respectfully traverse this rejection. 

Tn the present Amendment, ihe claims have been amended to include the limitation that 
Ihe article comprises "a textured exterior surface." 

The Lixamincr has slated that "in view of substantially identical composition of the film 
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and film thickness disclosed in Pods/un el af and as chimed, the examiner has a reasonable 
basis l.n believe the claimed biocidal metal release property, the exterior surface and texture 
properties, the biocidal activity, and the growth reduction to be inherent in the compositions of 
Pods/on el al/ 1 (Office Action dated December 19, 2005 at page 5). Applicants respectfully 

disagree. 

To anticipate n claim, a reference must disclose each and every element of the claim, 
Lewmttr Marine v, liarient Inc., 3 U.ST\Q.2d 1 766 (Fed, Gin 1 987). The Examiner concedes 
thai the ciled reference docs not teach four claim limitations while, at the same tune, states lhal 
the reference anticipates the present invention by inherency, However, anticipation by inherency 
requires that the anticipating elements (1) are necessarily present and (2) one of ordinary skill in 
the art recognize or appreciate the inherent clement.- "To establish inherency, the extrinsic 
evidence 'must nuke clear that ihc missing descriptive mailer is necessarily present in the tiling 
described in the reference, and that it would be so recognized by persons of ordinary skill. 
Inherency, however, may not be established by probabilities or possibilities. The mere fact that a 
certain tiling may result from a given set of circumstances is not sufficient. 3 " In re Robertson^ 
169 F.3d 743, 745, 49 USPQ2d 1949, 1950-51 (Fed. Cir. 1999). Furthermore, "in relying upon 
the theory of inherency, the examiner must provide a. basis in Fact and/or technical reasoning to 
reasonably support the determination that the allegedly inherent characteristic necessarily flows 
from the teachings ol'thc applied prior art." Ex parte Levy, 17 USPQ2d 1461, 1464 (Bd, Pat. 
App. & Inter. 1990); MPEP § 21 12. 

The present claims are directed to an article having a textured exterior surface that 
effectively releases biocidal metals from the exterior surface of the article. As disclosed in the 
lixamples of the present Application, the textured exterior surface improves the biocidal metal 
release properties of the article. Claims 1 -5 of the present application arc further directed to an 
article comprising an iuorganic biocidal agent wherein the article has a biocidal metal release 
factor greater than 2.5. The biocidal coaling of the present claims cau therefore advantageously 
reduce the growth ofpalhogenic organisms due to the effective release of biocidal metals, 

Pods/un el al., in contrast, is directed to ontifouling coatings that are applied to articles in 
contact with sea water to prevent infestation (i.e., attachment and growth) of algae and other 
marine organisms. (Abstract, Col. 1, 11. 57-59) Podszun ct al. fail to teach or suggest an article 
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having a textured exterior .surface, the specific biocidal metat release properties, or killing of £ 
cvfi or Staphylococcus aureus, us required by the present claims. The Examiner appears to rely 
upon the allegedly "substantially identical composition of the film and film thickness disclosed in 
Podszun cl al." as ihc basis in fact and/or technical reasoning to support the determination that 
those allegedly inherent characteristics necessarily llow from the teaching of Pods/.un ct al, 

Applicants respectfully submit that at least a textured surface is not an inherent feature of 
an identical or substantially identical film because an additional modification is required to 
provide a textured surface. There is no teaching or suggestion of such a modification in Podszun 
ct ah As disclosed in the present application, a substantially identical film demonstrably fails to 
possess a textured exterior surface as required by the present claims and consequently fails to 
exhibit the specific biocidal metal release properties, or killing of K. coll or Staphylococcus 
aureus, as required by the present claims. The article of the present application is modified by 
texliiri/jng, an exterior .surface to provide the claimed textured exterior surface, which results in 
the claimed biocidal metal release properties. d| [0017]), The unmodified (i.e., non-textured) 
surface corresponds to the Examples of the present Application which are labeled "As such." As 
shown in Table of the present Application, the textured surface improves metal release. For 
example, an article comprising 5 wt% of Agion AJSOII , texturizing improved the metal release 
by greater than 1 0-fold. Also, as shown in Table 6 of the present Application, the textured 
surfaces exhibit high biocidal efficacy indicating effective biocidal metal release properties, For 
example, an article comprising 0.5 \vt% of biocidal agent Irgaguard B5021 (Sample W) is over 
one hundred fold more effective with a textured sutfacc than without, (Tables 5 and 6). All the 
.samples in Table 6 similarly demonstrate that texluri/ing a surface provides a one to two log 
improvement in biocidal efficacy, 

The compositions of Podszun, which arc allegedly substantially identical in composition, 
do no1 provide a textured exterior surface. The Pods/on compositions also do not provide the 
specific biocidal metal release properties, and the effective killing of I?, colt or Staphylococcus 
aureus. A characteristic cannot be inherent in, i,e,, necessarily flow from, a prior art 
composition, if the prior art composition, even if identical, would require an additional 
modification, Because a textured surface is not latight or suggested by Podszun ct al., Podszun et 
al. cannot anticipate the presently claimed invention. 
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For at least the forgoing reasons, reconsideration and withdrawal of the rejection under 35 
U.S.C. 102(a) is requested. 

Claim Rejections: Und er 35 IJ.S,C. § 103(a) 

Claims 1 - 1 *> also stand rejected ns allegedly obvious imdcr 35 U.S.C. § 103(a) over 
Pods/un cl aL Applicants respectfully traverse litis rejection. 

As described above Pods/,un et al. fail to disclose an article comprising a textured exterior 
surface as required by the present claims. Further, there is no teaching or suggestion in Podszun 
cl al. thai texturing the surface of an article can lead to improved biocidal activity, thus this 
reference docs not provide die motivation to texture an article as claimed in the present 
application. As slated above, the Examiner appears to be relying on inherency for the present 
i ejections. 

It is respectfully submitted (hat the Rxaminer has inappropriately used inherency in 
putting forth a rejection under 35 U.S.C. §103(n). The courts have repeatedly made the 
distinction tluit Sl lhe inherency of an advantage and its obviousness are entirely different 
questions. That which may be inherent is not necessarily known. Obviousness cannot be 
predicated on wJut is unknown, 75 /// re Sporrmarm* 150 U.S.P.Q. 449, 452, (CCPA, 1966), citing 
In rc Adams, 53 CCPA 996, 356 F.2d 998, 148 U.S.P.Q- 742, "Further it confuses anticipation 
by inherency, i.e., lack of novelty, with obviousness, which though anticipation is the epitome of 
obviousness, are separate and distinct concepts/' Jones ?t ah v. Hardy, 220 U.S,P.Q. 1021, 1025 
(CCPA, 1984) citing In rc Pearson, 494 F.2d 1399, 181 U.S.P.Q. 641 (CCPA, 1974); Inre 
Ovlrich, 666 F.2d 578, 212 U.S.P.Q. 323 (CCPA, 1981). "The examiner should be aware that 
inherency and obviousness arc distinct concepts.*' Ex parte GPAClnc^ 29 U.S.P.Q. 2d 1401, 
1415, n. 15, citing In rc Nayhr, 369 F.2d 765, 152 U.S.P.Q. 106 (CCPA 1966); In re Henderson, 
348 F.2d 550, 146 U.S.P.Q. 372 (CCPA 1965). "The theory of inherency is normally reserved 
for rejections under 35 U.S.C. § 102." In re Grasselt, 318 U.S.P.Q. 303 (Fed. Cir. 1983). 

Reconsideration and withdrawal of the rejection under 35 U.S.C. j 103(a) is respectfully 
requested. 

Tl is believed that the foregoing amendments and remarks fully comply with the Office 
Action and (hat the claims herein should now be allowable to Applicants. Accordingly, 



9 



PAGE 13/14 * RCVD AT 3/10/2006 1 :31 :32 PM [Eastern Standard Time] * SVR:USPTO-EFXRF-6/42 " DNIS:27333Q0 * CSID:86028601 15 * DURATION (mm-ss):05-00 



MAR-10-2006 FRI 02:51 PM CANTOR COLBURN LLP 



FAX NO. 8602860115 



P. 



143565-1 



reconsideration and withdrawal of llic rejections and allowance of the case arc respectfully 



If there arc any additional charges with respect to this Amendment or otherwise, please 
charge them to Deposit Account No. 50-3621. 



Date: March 10, 2006 
CANTOR COLWJRN LLP 
55 Griffin Uoad South 
ttloomficld, CT 00002 
Telephone (860) 286-2920 
Pacxiuiilu (860)286-0115 
Customer No.: 23413 



requested. 



Respectfully submitted, 



CANTOR COT.BURN LLP 




Karen A. LeCuycr, Iti.D, 
Registration No, 5 1 ,928 
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